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DETAILED ACTION 
Response to Arguments 

1 . Applicants arguments, filed 5/9/2006, with respect to the 35 U.S.C 112 
First Paragraph rejection of claims 1-19 and 21-32 have been fully considered 
and are persuasive. Therefore, the 112 rejection of claims 1-19 and 21-32 has 
been withdrawn. 

2. Applicant's arguments, filed 5/9/2006, with respect to the 35 U.S.C 103 
rejections have been fully considered but they are not persuasive. 

The applicant asserts in page 13, lines 7-22 of the Remarks that Tammi 
describes no determination that folding and/or sealing has occurred. 

In reply, the Examiner contends that column 9, line 44-column 10, line 35 
precisely teaches a sensing means that senses or determines if certain 
processes in a post processing system were done. The post processes include 
both folding and sealing. 

The applicant states in page 15, lines 1-4 of remarks that Tammi fails to 
teach a print-to-mail format document since it explicitly states that printed sheets 
are placed in envelopes in order to mail them. 

In reply, the Examiner agrees with the Applicant's assertion. However, 
Tammi in view of the Applicant's admitted prior art(see rejection for claims 33-35) 
teaches a system wherein printed sheets are not placed in envelopes in order to 
mail them. In fact, printed sheets are folded and sealed for mailing. 

3. This action is made Final. 
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Claim Rejections • 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

1. Claims 1-7, 12-15, 18, 21, 26-29, and 32 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Tammi(US patent 5,726,897) in view of 
Gleason(US patent 5,091,777). 

Regarding claim 1 . Tammi discloses a method for print-to-mail notification, 
comprising: 

determining that a print-to-mail format document has been printed, folded, 
and sealed as a mailing (column 4, lines 27-42 and column 10, lines 4-35); 

generating notification information that identifies that the print-to-mail 
format document has been printed, folded, and sealed as a mailing (column 4, 
lines 27-42). Post processing includes folding and sealing as disclosed in column 
7, lines 15-27. Also note that described in column 10, lines 4-35 is a method that 
detects if post processes such as folding and sealing have been accomplished 
by the post processing system 70; this references specifically indicates that the 
completion of post processes such as folding and sealing are communicated. 
Tammi discloses in column 4, lines 40- 42 that post processing means can also 
verify receipt and matching of printed statement. Verifying receipt of document is 
considered equivalent to generating notification information. 
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However, Tammi does not disclose the step of identifying attributes of the 
print-to-mail format document. 

Gleason discloses the above limitation in column 5, lines 27-30. 

Tammi and Gleason are combinable because they are from the same field 
of endeavor that is document assembly for mailing. 

At the time of the invention, it would have been obvious to a person of 
ordinary skill in the art to identify the attributes of the print-to-mail document. 

The suggestion/motivation for doing so would have been to correlate a 
mailing with a specific recipient. 

Therefore, it would have been obvious to combine Tammi and Gleason to 
obtain the invention as specified in claim 1. 

Regarding claim 2 , Tammi discloses the method of claim 1, wherein 
determining that a print-to-mail format document has been generated comprises 
detecting that the print-to-mail document has been printed, folded, and 
sealed(column 4, lines 40-42 and column 10, lines 4-35). 

Regarding claim 3 , Tammi discloses the method of claim 1, wherein 
determining that a print-to-mail format document has been generated comprises 
receiving a notice from a print-to-mail device component configured to fold and 
seal the document (column 4, lines 40-42 and column 10, lines 4-35). 

Regarding claim 4 , Gleason discloses the method identifying document of 
claim 1 wherein attributes comprises identifying at least one of a name of the 
document, a date the document was printed, and a name of a user (column 5, 
lines 28-30). 
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Regarding claim 5 . Gleason discloses the method of claim 1 , wherein 
identifying document attributes comprises identifying at least one of a customer 
name, a customer number, a billing period to which the document pertains 
(column 5, lines 28-30). 

Regarding claim 6 . Gleason discloses the method of claim 1 , wherein 
generating notification information comprises generating notification information 
that identifies at least one of the document attributes (column 5, lines 21-30). 

Regarding claim 7 . Tammi discloses the method of claim 1 , further 
comprising transmitting notification information to a computing device(column 4, 
lines 52-60). 

Regarding claim 26 . Gleason discloses the device of claim 21 , wherein the 
at least one attribute comprises at least one of a name of the document, a date 
the document was printed, and a name of a user (column 5, lines 28-30). 

Regarding claim 29 . Tammi discloses the device of claim 28, wherein the 
recipients are customers of a business and the mailings comprise bills that are to 
be mailed to the customers (column 1 , lines 20-38). 
2. Claims 8-10, 16, 19, 24-25, and 30-31 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Tammi(US patent 5,726,897) in view of 
Gleason(US patent 5,091,777) and further in view of Stewart(US patent number 
6,717,964). 

Regarding claim 8 . Tammi and Gleason fail to disclose the method of 
claim 7, wherein transmitting notification information comprises transmitting 
notification information to a remote computing device via a network. 
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However, Stewart discloses this limitation in abstract. 

Tammi, Gleason, and Stewart are combinable because they are from the 
same field of endeavor that is printing services. 

At the time of the invention, it would have been obvious to a person 
ordinary skill in the art to store notification information in a remote computing 
device (web server). 

The suggestion/motivation for doing so would have been to enable a user 
to view images renxotely. 

Therefore, it would have been obvious to combine Tammi, Gleason, and 
Stewart to obtain the invention as specified in claim 8. 

Regarding claim 9 , Stewart discloses the method of claim 7, wherein 
transmitting notification information comprises transmitting the information to a 
database from which data contained within the print-to-mail format document 
originated (abstract). 

Regarding claim 10 , Tammi does not disclose the method of claim 9, 
wherein the database is supported by a network-based database management 
system. It is well known that data bases in a network are supported by network- 
based database management system. 

Regarding claim 19 , Tammi discloses the device of claim 18, wherein the 
hard copy generation hardware comprises a print engine (printer 30). 

Regarding claim 24 , Stewart discloses the device of claim 18, further 
comprising an embedded web server that supports a print-to-mail service that is 
accessible over a network (column 2, line 33). 
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Regarding claim 25 , Stewart discloses the device of claim 24, wherein the 
service comprises a print-to-mail web service that is accessible over the Internet 
(column 2, line 33). 

3. Claims 1 1 and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tammi (US patent 5,726,897) in view of Gleason (US patent 
5,091,777) and further in view of Pollard(US Patent 5,745,590). 

Regarding claim 11 , Tammi in view of Gleason do not disclose the method 
of claim 1 , further comprising storing the notification information within memory of 
a print-to-mail device that printed, folded, and sealed the print-to-mail format 
document. 

However, Pollard discloses in column 5, lines 29-37 memory 34 for storing 
information regarding diverted mail pieces. 

Tammi, Gleason and Pollard are combinable because they are from the 
same field of endeavor that is document assembly for mailing. 

At the time of the invention, it would have been obvious to a person 
ordinary skill in the art to store notification information within the memory. 

The suggestion/motivation for doing so would have been to establish a 
reprint file. 

Therefore, it would have been obvious to combine Tammi, Gleason and 
Pollard to obtain the invention as specified in claim 1 1 . 

4. Claims 33, 34, and 35 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tammi (US patent 5,726,897) in view of Gleason (US patent 
5,091,777), Pollard(US Patent 5,745,590), and the Applicant's admitted prior art. 
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Tammi, Gleason, and Pollard does not explicitly state that the print-to-mail 
format document does not require an envelope for purposes of mailing once it 
has been folded and sealed as a mailing. 

Page 1, lines 14-20 of the current application's specification discuss 
known prior art wherein a bill is sealed and folded, an envelope is not used here. 

Therefore, it would have been obvious for one of ordinary skill in the art to 
modify Tammi, Gleason, and Pollard with the admitted prior art to come up with a 
method wherein the print-to-mail format document does not require an envelope. 

The motivation for this combination is that it enables a printed media to be 
mailed as opposed to putting the printed media on an envelope and then mailing 
it. 

5. Analogous Claims. 

Regarding claim 12 , arguments analogous to those presented for claim I, 
are presented. 

Regarding claims 13, 21, arguments analogous to those presented for 
claim 4, are presented. 

Regarding claims 14, 27, arguments analogous to those presented for 
claim 5, are presented. 

Regarding claim 15 , arguments analogous to those presented for claim 7, 
are presented. 

Regarding claims 16, 23, 31 . arguments analogous to those presented for 
claim 8, are presented. 
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Regarding claim 17 . arguments analogous to those presented for claim 
1 1 , are presented. 

Regarding claims 18. 28, 32 , arguments analogous to those presented for 
claim 1 and 11, are presented. 

Regarding claim 22. 30 . arguments analogous to those presented for 
claim 9, are presented. 

Conclusion 

1 . THIS ACTION IS MADE FINAL. Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

2. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Ashish K. Thomas whose telephone number 
is 571-272-0631. The examiner can normally be reached on 8:00am-4:30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Kimberly A. Williams can be reached on 571-272-7471. 
The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 




KIMBERLY WILLIAMS 
SUPERVISORY PATENT EXAMINER 



